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REMARKS 

This is a full and timely response to the Office Action mailed September 22, 2004. 

Claim 1 has been amended to more particularly define the present invention. Further, 
claim 3 has been amended from a multiple dependent claim to a dependent claim to correct the 
improper multiple dependency of claims 4-7. Support for the claim amendments can be found 
throughout the specification and the original claims, see, for example, original claim 5. Thus, 
claims 1-7 are pending in this application. 

In view of this response, Applicant believes that all pending claims are in condition 
for allowance. Reexamination and reconsideration in light of the above amendments and the 
following remarks is respectfully requested. 

Objection to Claims 4-7 

This objection to claims 4-7 has been overcome by the amendment to claim 3. Thus, 
withdrawal of this objection is respectfully requested. 

Rejections under 35 U.S.C. §102 

Claims 1-3 are rejected under 35 U.S.C. § 102(b) as allegedly being anticipated by 
Miyamoto (U.S. Patent 6,390,710). Applicant respectfully traverses this rejection. 

To constitute anticipation of the claimed invention under U.S. practice, the prior art 
reference must literally or inherently teach each and every limitation of the claims. Here, in this 
case, Miyamoto fails to teach the water-in-oil-type organic solvent of the present invention. 

It is important to understand that there is a difference between an ink composition for 
a oil-based ballpoint pen as claimed in the present invention and an ink composition for aqueous 
gel ball point pen as disclosed in Miyamoto. In the ink compositions for oil-based ballpoint pen, 
an organic solvent is used as the main solvent while in ink compositions for aqueous ballpoint 
pen ink, water is used as a main solvent. Thus, it is clear that the ink composition of the present 
invention and that of Miyamoto are clearly distinguishable. 

As clearly recited in the amended claims, the water-in-oil type organic solvent of the 
present invention comprises (a) water, (b) organic solvent which dissolves the water and is 
soluble in a water-insoluble polar solvent, and (c) a water-insoluble polar solvent. In contrast, in 
the ink composition for aqueous gel ink ball point pen disclosed in Miyamoto, aqueous organic 
solvent is added to water which is the main solvent . Since the aqueous organic solvent is 
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completely a water-soluble organic solvent, the solvent disclosed in Miyamoto is an oil-in-water 
type solvent and not water-in-oil type solvent . 

It should also be noted that in the present invention, the pigment and dye are used in 
an active manner so as to provide an ink for oil-based ballpoint pens having satisfactory 
handwriting fastness properties, sufficiently improved outward color visibility, handwriting 
density, and improved stability over time. 

As the Examiner indicates, the reference disclose pigment as a colorant (column 4, 
lines 4-5), and dye (column 5, line 25-27), wherein two or more kinds of pigments are used, or 
two or more kinds of dyes are used. However, it is clear from the teachings of Miyamoto the 
pigment and dye are not used in an active manner. Further, Miyamoto does not disclose the use 
of pigments and dyes in ink compositions for oil-based ballpoint pen. 

Thus, for these reasons, withdrawal of these rejections are respectfully requested. 
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CONCLUSION 

For the foregoing reasons, all the claims now pending in the present application are 
believed to be clearly patentable over the outstanding rejections. Accordingly, favorable 
reconsideration of the claims in light of the above remarks is courteously solicited. If the 
Examiner has any comments or suggestions that could place this application in even better form, 
the Examiner is requested to telephone the undersigned attorney at the below-listed number. 



Dated: December 22, 2004 Respectfully s ubmi tted, 




Lee Cheng 

Registration No.: 40,949 

RADER, FISHMAN & GRAUER PLLC 
1233 20th Street, N.W. 
Suite 501 

Washington, DC 20036 
(202) 955-3750 
Attorneys for Applicant 



Should additional fees be necessary in connection with the filing of this paper, or if a 
petition for extension of time is required for timely acceptance of same, the 
Commissioner is hereby authorized to charge Deposit Account No. 180013 for any 
such fees; and applicant(s) hereby petition for any needed extension of time. 
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